1301  Substantially Allowable Case, Special

1302  Final Review and Preparation for Issee
130201 General Review of Disclosure

1302.01(a) Fee Exempt Application i
1302.02 Requirement for a Rewritten Specification
130202 Status Letter of Allowability, POL-255
130204 Examiner’s Amendments and Changes
1302.04(a) 'Title of Invention

1302.04(b) Cancelation of Non-Statutory Claim
130204(cy Cancellation of Claims to Non-Elected

Tavention

1302.04(d) Cancellation of Claims Lost ln Interfer-
ence

187204 (e}  Cancellation of Rejected Clalom Follow-
Ing Appes)

1302.04(f) Data of Copending Appliestion Referred
: to—Brought up to Date

130204(g) Identifieation of Claims

180205 Correction of Drawlng

1302.06 Prior Foreign Application

130207 Use of Retention Label to Preserve Aban-
doned Companton Applications

130208 Interference Search

180200  Notations on File Wrapper

1302.10 Notations on Drawings and on Clamification
(Issue) Slip

130211 Refervence to Assignment Branch

380212 Listing of References

130213 Signing

1908 Notice of Allowance

1308.01 Amendment Recelived nfler Allowance

130302 Undelivered

1305.03  Not Withheld Due to Death of Inventor

1304 Withholding From Issue of “HSecrecy Order”
Cases

130401  Amendments After D10 Notice

135 Jurisdiction

1306 Public Law 000 Cases

1307 Change in Classification of Cases Which are in

Jemue

1308 Withdrawa! From Issae

130801 Rejection After Allowance

1808.02 For Interference Porposes

1300  Issue of Patent

1505.01 “Printer Walting” Casen

1300.02 Protest Against Tesue

1301 Substantially Allowable Case,
Special

When an application is in condition for al-
lowance, except as to matters of form, the case

221

Allowance and Issue

will be considered special and prompt. action

taken to require correction of formal matters.

Ses 710.02(b) paragraph (a).

1302 Final Review and Preparation
for Issue ‘

1302.01 General Review

When an application is apparently ready for
allowance, it should be reviewed the Ex-
aminer to make certain that the whole case
meets all formal requirements and particularly
that the brief summary of the invention and
the descriptive matter are confined to the in-
vention to which the allowed claims are di-
rected and that the language ' of the claims
finds clear support or ant t basis in the

ification. ~ Neglect to give due attention to
matters may lead to confusion as to the

scope of the patent.
tly the invention as originally de-
scribed and claimed was of much greater scope
than that defined in the claims as allowed.
Some or much of the subject matter disclosed
ma{ be entirely outside the bounds of the
claims accepted by the applicant. In such case
the Examiner should require the applicant to
modify his brief summary of the invention
and restrict his descriptive matter so as to be
in harmony with the claims. However valu-
able for reference pu the Examiner may
consider the matter which is extraneous to the
claimed invention, patents should be confined
in their disclosures to the respective inventions
patented. (Rule 71.) Of course enough back-
und should be included to make the inven-
tion cluri{ )understandable. See 608.01(d)

e

and 608.01(e).

There should be clear surport or antecedent
basis in the ification for the terminology
used in the claims. Usually the original claims
follow the nomenclature of the ‘ageeiﬂcation;
but sometimes in amending the claims or in
adding new claims, apg‘licamt employs terms
that do not appear in the specification. This
may result in uncertainty as to the interpreta-
tion to be given such terms. See 608.01(o).

Where a copending application is referred to
in the specification, the Examiner should as-
certain whether it has matured into a patent
or become abandoned and that fact or the pat-
ent number added to the specification.
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by Rule 126, and particular attention should
be given to claims dependent on previous

claims to see that the numbering is consistent.

See 608.01(j).and 608.01(n), . . . .. .. . .
The absgmgdlge?% cked for:
quate and clear statement of the disclosure.

- The title.should also be checked.

be as short and specific 3. possi 2 satis-
factory title is nrtﬁc supplied by pplicant,

3& Examineéfe may clm&‘i re tl&e title on or after
WANCY, - B0 0U0 and DUO.vL. +,. . I
All pencil no?gg made by the Examiners
must be erased when the case is passed to issue.

1302.01(a) Fee Exempt Application

See 607.01 for checking specification to
assure presence of proper stipulation by
applicant. - e

1302.02 Requirement for Rewritten
T Specification o

Whenever interlineations or cancellations
have been made in the specifieation or amend-
ments which would lead to confusion and mis-
take, the Examiners should require the entire
mt on of specification affected to be rewritten
ore ‘(Fumg the cnse to issue. See Rule 125
1

in 608.01(q).

1302.03 Status Letter of Allowability,
POL~255

This letter is used whenever an application
under final rejection has heen placed in condi-
tion for allowance as a result of a communica-
tion from or an interview with applicant.

The date of the commuanication or interview
which resulted in the allowance and the name
of the person with whom the interview, if any,
was held should be included in the letter.

Immediately after determining that a POL
255 letter is necessary, the letter should be ef-
fected before preparing the applieation for

allowance, See 714.13.
1302.04 Examiner's Amendments and
' Changes

o

Except by formal amendment duly signed or
a8 hereinalter provided, no corrections, era-
sures, or interlineations may be made in the
body of written portions of the specification
or any other paper filed in the application for

patent. (See Rule121.) -
Correction of the following obvious errors

and omissions only may he made with pen by

Rev. 12, Ape, 1967
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8 thoExammerof the cise,iho' will then initial

, claims should be renumbered as required  the
The claims sho by Yo - the sheet margin and assume full responsibilitz

for the chan When correcting origi

ed papers, clean red ink must be used (not
I ’ 4 me or " ’: iy - J . L I
i 1. Misstelled » s
2. Disagree

3. Inconsistent “case” of a pronoun.

4. D%*rgement- between a reference charac-
ter as in the description and on the draw-
ing. The character may be corrected in the
description but, only when the Examiner is
certain of the &mpriety of the change,
_ 5. Entry of “now Patent No. _._." to iden-
tify a patent which has been
U.S. application referred to by
the ification,

6. Other obvious minor grammatical errors
such as misplaced or omitted commas, improper
parentheses, quotation marks, etc.

7. Obvious informalities in the application,
other than the ones noted above, or of purely
grammatical nature, :

The fact that spplicant is entitled under 85

US.C. 120 to an earlier U.S. effective filing
date is sometimes overlooked. To minimize
this possibility, the statement that, “This is a
division (continuation, continuation-in-part)
of Application Serial No. _._. yhiled o .____. ”
should appear as the first sentence after the ab-
stract exe sgt in the case of design applications
where it should appear as set fortﬁ in Sec.
1503.01. Any such statements a ggaring else-
where in the specification shoulff) relocated.
(The clerk indicates the change for vhe printer
in the appropriate margin and applicant is
notified of the change by an Examiner's
Amendment.)
_ Other obvious informalities in the applica-
tion may be corrected by the Examiner, but
such corrections must be in the form of an
amendment, approved and signed by the Pri-
mary Examiner, placed in the file, and made
a part of the record. A copy of the amend-
ment is sent to the applicant. The changes
sFeciﬁed in the amendment are entered by the
clerk in the regular way.

The amendment or cancellation of claims by
Examiner’s Amendment is permitted when
passing an application to issue where these
changes have been authorized by applicant (or
his representative) in a telephone or personal
interview, The Examiner’s Amendment should
include a statement indieating that the changes
were authorized, the date and type (personal
or telephone) of interview, and with whom it
was had.

A change in the abstract may be made by

Zxaminer’s Amendment.
-

anted on a
rial No. in




 Where a reference to the parent application
in an otherwise allowable Kule 147 divisional
- case or streamlined continuation case has in-
advertently been omitted by the applicant, the
Examiner should insert the required reference
by Examiner’s Amendment (see 201.11),

No other changes may be made by any per-
son in any record of this office without the
written approval of the Commissioner of
Patents.

References cited as being of interest by ex-
aminers when passing an application to issue
will not be supplied to icant. The refer-

222.1

1302.04

ences will be cited as ususl on form PO-892, a
copy of which will be attached to Examiner's
Amendment form POL~3T.

Where an application is ready for issue ex-
cept for a slight defect in the drawing not
involving change in structure, the Ezaminer
will note in pencil on the drawing the addition
or alteration to be made. He will also prepare
an Examiner's Amendment irdicating the
changes made and send the drawing to the
Draftsman for the required correction.

See also 608.02(w).
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St o
roof o 18
) ‘to the Examiner:
is sent to aﬁ\plicant even 1f the application:is
already in the printer’s hands. Applicant can-
not “guthorize” an Examiner’s Amendment: to
ucﬁnmggmxn claims in the event that others are
ow « ' ‘

1302.04(:) Title of Invention

Where the title of the invention is not spe-
cific to the invention as claimed, see 606.01.°

When s case is otherwise in condition for
sllowance the Examiner may cancel an obvi-
ously non-statutory claim such as one to “A
device substantislly as shown and described.”
Applicant should be notified of the cancella-
tion of the claim by an Examiner’s Amend-
ment. See 706.08(h).

1302.04(¢) Cancellation of Claims to
Non-Elected Invention
See 821.01 and 821.02,

Cancellation of Claim

1302.04(d)
Lost in Interference

See 1109.02.

1302.04(e) Cancellation of Rejected
Claims Following Appeal

See 1214.06,1215.03, and 1215.04.

1302.04(fy Data of Copending Ap-
pliestion l’g;'emd to

Should Be Brought Up to
Date

Where & patent application which is read
for issue refers by serial number fo a U.S,

P TRV

initialed in the margin by

ibilitv for . RITLTIEY YO 4
the initials should be in red ink. g

. If the spplication referred o has become
‘the_entry “and now abandoned”

should be made by a formal Examiner’s

Amendment. T T

1302.04(g) Identification of Chims

In entering an Examiner’s Amendment in a
claim, the original number, as well as the num-
ber of the claim as it appears in the allo:
application, should be referred to.

1302.05 Correction of Drawing

Where a case otherwise ready for issue re-
quires correction of the drawing, the Exam-
iner, before sending the fils to the Draftsman,
should attach thereto a slip indicating that the
case is ready for allowanoce. Slight “defects
may be corrected on the Examiner’s initiative
as set forth in 608.02(w) and en Examiner’s
Amendment prepared as set forth in 1302.04.

In view of the relaxed requirements for cer-
tain fine details, the need to correct some slight
defects may be obviated. See 608.02—“Waiving
of Corrections.”

1302.06 Prior Foreign Application
See 201.14(c) and 202.03.

1302.07 Use of Retention Lahels To
Preserve Abandoned Com-

panion Applications

Rule 13(b). Abandoned applications are likewise
not opens to public inspection, except that if an appli-
cation refeered to In a United Btates patent is &ban-
doned and is avajiable, it may be inupected or coples
obtained by any person on written request, without
notice to the applicant. Abandoned applications may
be destroyed after twenty years from thelir Bling date,
except those to which pasticnlar attentlon hag been
ealled and whick have been marked for preservation,
Abandoned applications will not be returned.

Related applications referred to in patent
gpecifications are preserved from destruction
by a retention label (Form PO-150) which is
attached to the outside of the file wrapper. The
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o Application resx fpr,,,&llomwz‘!’?i“*’
Still pending: -
and paste label on the face of the

maﬁf?b change g specification of the allow-

able application.
Abandoned for failure to

(forfeited): - ST

If file has been forwarded fill in label and
send it to Abandoned Files for attachment
to the wrapper. If m;fffhmm ;:;ea‘;:lphe
same a8 ing case. 6 rfi
a petiticgze for ahyul payment has expired,
make Examiner's Amendment adding “now
abandoned” in the allowable application. If
period has not expired, make no change in
specification of the allowable application.

Abandoned : ,

If file has been forwarded fill in lsbel and
send it to Abandoned Files for attachment to
the wrapper. If not forwarded treat the
SMNe 88 ing case. Make Examiner’s
Amendment, ad “now abandoned” in the
allowable spplication. :

Already patented :

No label is ired. Insert patent num-
ber in specification if not already present.
Examiner’s Amendment not necessary if this
is only change.

In issue: '

Fill in label. Make no change in the speci-
fication of the allowable application. Clip
the label to the Serial Register card of the
caso in issue. If case in issue is abandoned or
is withdrawn from issue, it is returned to the
Group, where the Serisl Register card is

ulled. The Iabel is attached at this time.
£ case in issue is patented, the label is de-
stroyed when the card is pulled.

Examiners are reminded that only one re-
tention label is necessary. Thus, if a retention
label is already preseut, it is sufficient to merely
add “et al.” to the Serisl Number cited thereon,

1302.08 Interference Search

Asuming that the case is found ready for
issue, the Examiner makes an “interference
search” and notes the date and class and sub-
classes searched in the file wrapper. To do this,
he inspects all the pending prints and drawings
(or all the digests if the invention is not suscep-

pay issue fee

Bev. 13, Tuly 1867

4he clasin which the appli¢stion is elassi
and all other: pertinent classes; whether:in his

up .or: elsewhere, :in . order - to' ascertsin
whether any other: a m;rlamnng sub-
allowed in the case in hand; | When any of the
drawings or diges! ,sho&v;’s.such a condition mﬁlbo;
, « he examines - the corresponding file.
See 1101.01 (e). it . ‘
. 1f the search does not disclose any interfer-
ing application, the Examiner ehuuﬁ prepare
the case for issue. -

1302.09 Notations on Fﬂe Wrapper

The Examiner preparing the application for
issue fills out in ink the appropriate spaces on
the face of the file wrapper.

In order to aveid misunderstanding on the
part of the Printing Office or the Issue and
Gaszette Branch, Examiners are urged to be
especially to write the class and sub-
class on the outside of the file wrapper as
legibly as possible. Each numeral should be

‘written to indicate its precise nature.
The decimal point should be shown clearly and
in its proper position.
~ Examiners will ordinari designate but one
claim on each invention to be published in the
Official Gazette in connection with each orig-
inal or reissued patent. The broadest claim
should be selected. When a plurality of in-
ventions are claimed in an application, addi-
tional claims to a maximum of five may be
designated for publication.

Spaces are provided on the file wrapper for
identlfyinﬁ data of a prior abandoned applica-
tion for which the instant application is a Sub-
stitute, and for the parent application(s) and
prior foreign application(s) meeting the re-
quirements of the Statutes.

See 202.02 for notation as to parent or prior
application to be placed on file wrapper.

See 202.03 for notation as to foreign patent
apg&cation to be placed on file wrapper.

See 1302.13 for signatures,

The class and subelass and the name of the
Examiner which are written in pencil on the file
mp;?e,r should correspond to the class and sub-
class in which the patent will issue and to the
name of the Examiner preparing the applica-
tion for issue,

i

1302.10 Notations on Drawings and on
Classification (Issue) Slips

The class and subelass and the name of the
Assistant Fxaminer which have been written
in pencil in the upper lefthand corner of the
drawing should not he erased. See T17.03.




als should fill as muc
If the selected figure is not on the first sheet,

the Examiner should indicate it also on the
sheet where it does appear. If there is no
:ﬁ' “the claimed invention, no figure need be
Tien i1, Chroeh ioudverience; the. samped
A i stam

ond Tor 0.0 Fig and ciaee’ and abclass
appears within the margin of the drawing, the

xaminer, should make the notations outside
SRt g iy
of Allowsnee, which is done by the Tssue and
Gazette Branch. Under current practice. the
Clerk of the Examining Division does NOT
enter any date when the case is “sent to issue”.
See 903.07 and 908.07(b) for notation to be
Mied to the Classification Slip (Form PO-

1302.11 Reference to Assignment
Branch

The practice of referring certain applications
to the Assignment Branch when passing them
to issue is no longer followed gince title searches
are automatically made in all anplications after
payment of the issue fee. See 303.

1302.12 Listing of References

All references which have been cited during
the prosecution, including those appearing in
Board of Appeals decisions, and those submitted
by applicant if they conform to the require-
ments set forth in 707.05(b) or 708.02, will be
printed in the patent.

At time of allowance, the Examiner may cite
geﬂ:inmt, art in an Examiner's Amendment.
SBuch citation of art is important in the case of
continuing applications where significant prior
art is often of record in the parent case. 1In the
rare instance where no art is cited in a continua-
tion application, all the references cited durin
the prosecution of the parent application will
be listed at allowance for printing in the patent.
See T07.05(a).
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ign patents are listed by the actusl name
country, as for exam hir“Gm Brit-

, th%n “British” ans “France” rather
man allowed qulications (eagtioned “Pa.-
tentanmeldung” or “Auslegeschrift”), Belgian
and Netherlands printed applications referred
to in 901.05(b) should be listed under “OTHER

REFERENCES” rather than “FOREIGN
PATENTS”. Care should be taken to include

the letter or letters immediately preceding the
number.

U.S. patents are listed in numerical order.
Foreign petents are listed alphabetically by
country and where there is more than one for-
eign patent from the same these should
be listed in numeral order. See 707.05 for
citation of references. et :

In order to avoid ible errors in the listi
of re the following procedure shoul
always be followed:

Whenever a reference has been incorrectly
cited in any official paper forming part of an
application file, and such citation has been cor-
rectly given in an ensuing Office action, the
Examiner is directed to correct the error, in
ink, in the paper in which the error upfpears,
and place his initials on the margin of such
paper, together with & notation of the paper
number of the action in which the citation has
been correctly given.

In any case, otherwise ready for issue, in
which the erroneous citation has not been for-
mally corrected in an official file paper, the
Examiner is directed to correct the citation on
an Examiner’s Amendment form in addition to
correcting the official file paper in ink as indi-
cated above.

Where an applicant in an amendatory paper
or in a separate paper refers to a reference
which is subsequently relied on by the Exam-
iner, such reference shall be cited by the Exam-
iner in the usnal manner. .

Any new reference cited when the case is in
issue, under the practice of 1308.01, should be
added to the list.

1302.13 Signing

The Assistant Examiner who prepares the
application for issue signs his name in the

designated space. . '
After revision, the face of the file jacket is
signed in the space designated “Primary Ex-
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to makaylt clear‘t.hat the abeenee af u‘s:g:uk are
in the box was not an oversight. The signature
?hmﬂd not appear m any ot%ar space on the file

The names of all examiners appuriné in the
Office actions are printed in the issued patent.

1308 Notice of Allmvanee

appro riste form of notice of allowanm

uusedund mailing date appearin
is stamped on the ﬁle wrapper by the
Gazette Branch.

1303.01 Amendment Received After
Allowanee
If the smendment is filed under Rule 312,
see 714.16 to 714.16(e). I.f the amendment
contains claims & patent, see
1101.02(g).

Rev. 15, Jan, 1968

ndi _ ved in the file
to agree thh the date of ‘c ] remmlmg

le notwe of allowanee mll not be mthheld
due to death of the inventor if the executor or
administrator has not intervened. See 409 01(f).

1304 Withholding From Issue of “Se-
erecy Order” Cases

“Secrecy Order” cases are not sent to issme
even when all of the claims have been allowed.
Instead of maxlu:g an ordinary notice of allow-
ance & D-10 Notice is sent. See 107.02.

If the “Secrecy Order” in s case is with-
drawn after the D-10 notice is mailed, the case
should then be treated like an ordmary appli-
cation in condition for allowance.
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